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Abstract— This article is devoted to the study of features intellectual activity as the basis for innovative development
related to the pledge of intellectual property in foreign and have appeared. Today, technology transfer takes into account
domestic practice. Carrying out pledge transactions on objects of the «host regions», their resource security, economic,
intellectual property accelerates the pace of creating innovative environmental and social component. The synergistic effect

systems in the economy. In present paper, the modern scheme for plays an important role due to innovative technologies
bank loan and financing, secured with patented intellectual complementarity.

property, is researched. The authors give the brief description of

features of pledge security registration for loans in some Europe Practice has shown that harmonization on the basis of
countries. The Europe Union experience shows that trademarks, pledge mechanisms of intellectual property management
patents for intellectual property objects, as well as applications processes can significantly speed up the innovation
for their registration can be used as collateral for obtaining implementation process and help to equalize the socio-
monetary loans. Russian experience of the pledge operations of economic development levels of individual subjects and their
the intellectual property is too small. This version of bank economy promotion in an innovative way. This is a new
|endil’lg is at the initial Stage of deVelOpment. The main constraint phenomenon |n Russ|a Therefore' the experlence Of European
is the difficu[ty of gssessing the value of thg plgdged intellectual ~quntries in the intellectual property management, including
property as intangible assets. However, taking into account the intellectual property rights as a pledged asset, is so important

world and domestic practice, IP pledge operations are estimated for Russia.

by the authors as a promising trend for the Russian market. This

article was prepared with the financial support of the Russian In recent years, an institutional leap towards the formation
scientific Foundation, projectNe 17-78-20218. of institutions of investment in intellectual property (IP) has

) ) _ ) ) _ been taken in Russia. As a result, in 2016, about 20 leading
Keywords—bail, cooperation, developing regions, interaction, Ryssian banks concluded 81 pledge agreements over the

intellectual property exclusive rights to trademarks, inventions, utility models and
industrial designs. The role of regional funds to support small

I.  INTRODUCTION and medium-sized innovative companies, providing on behalf
The main challenge for the world's economies today is th&f the government pledges to commercial banks, has been

process of building national and regional innovation system&OWing.
The methodological basis for this is the Triple Helix Model,  According to the Encyclopedia of a Lawyer, intellectual
describing the directions and forms of cooperation amongroperty (IP) is an exclusive right of a citizen or a legal entity
science, businesses and government in the innovation sphefg, the results of intellectual activity and the means of
and its «evolution» sequel — the Quadruple-Helix Modelindividualization of a legal entity, products, works or services
which includes the civil society along with the three listedthat are equal to them (company name, trademark or service
participants. mark). The main purpose of commercial use of intellectual
Since then, the conditons have changed. Newproperty objects (IPOs) is to generate profit. The objects of

organizational and economic diffusion (transfer) tools Oitransactions are not t_he obje_cts th_emselves, but the property
rights to these objects, including patents and patent
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applications. They are the assets that are used as pledge dpplications. They are the assets that are used as pledge for
loans or other loan agreements. Formal (patents aridans or other loan agreements [3].

trademarks that are objects of the official registration system) Such i iall luable for busi d
and informal (copyright) intellectual property rights are. uch assets are especially vaiuable for businesses engage

considered to be intellectual property rights for the purposes wa{(grsltea:)(:rrt]foallir(])darte:u;gs’sfg;nnmrigalIﬁlrzg'sngtgelsec?l'mgu\?a?lh(tehgf
IP lending. Formal intellectual property rights protect theP P y

monopoly and, as a rule, they do not exist for as long as sorr%her assets of the company and_ act as the most valuable
Sset.To date, in developed countries, IP investment accounts

informal intellectual property rights. In the case of registere .
trademarks, the rights may be used for an indefinite perio rc:rfmo(rje thar_1 ]i5(¥|<_3hof GEP ancfi ?Ilam.OSt half of all mges'gmergs
provided that the rights to IP continue to be used. In fixed capital. The share of IP investment made Dy the
largest international corporations is rapidly growing [4]. So, if
At the same time, the pledge activity directly depends oin the early 80s of the 20th century, the share of intangible
another indicator of the development of innovativeassets in the structure of the cost of American companies
technologies. That is patent activity. accounted for no more than 40%, then at the beginning of the
21st century their share exceeded 70%. At the same time, 30-

The World Intellectual Property Or_ganlzatlon N recentynos of non-material property was not identified and reflected
years has recorded a steady increase in the number of patF_Ft

applications. Most of them come from only eight countries, o corporate balances. This allows saying that the share of
which Russia is not a member [1, 2]. The Russian Federaticrntang'ble assets can actually be even higher. A similar picture

ranks 11th in the world by the number of applications foorg typical for West European corporations [5]. According to

terbrand consulting company, tangible and intangible assets
f the world well-known companies are correlated as follows:

licati for | i bmitted b idents: 16th - b ritish Petroleum — 30:70, IBM — 17: 83, Coca-Cola — 4:96.
the number of filed patent applications for 100 billon dollars’ 07, COMParison, in Russia, the volume of investment in
, . 0
of gross domestic product (GDP): and 19th - by the number c|)?tellectual property objects has not exceeded 1% so far [6].
filed patent applications per capita. It is important to note that pledge transactions, involving

the use of IP’s rights along with benefits, carry potential high

alre':%cozidécglgoezognr?d ree;ee"’;rﬁgeri‘&oﬁgsr?:rskeﬁ’gs(;?ohr; (r)lfltetc fsks for the parties involved. To reduce them, countries are
y P 9ing 9 eveloping special legislation, regulating transactions with

products is more characterized by the patent portfolio o O rights; companies and banks use such protection

Russian residents, formed in foreign patent offices and, first gf,o 2 nisms as a preliminary assessment of IP’s market value,
g:cl’ t?gtesr][tu];jamlltlf?: 'guctﬁg‘;’gn fg[ﬁ%s ?rl:;cizngﬁggi; nntgifhce?u{sgetermining the best way to calculate depreciation charges and
Y, : epreciation periods, revaluing the cost, using IP as a pledge
Fedgral Institute of Industrial Property (FIPS) nor the Federq combination with other assets of the enterprise, preliminary
Service for Intellectual Property (Rospatent) nor NUMErOUg, o onalvsis of the economic efficiency of the IP use, etc.
analytical centers provide publicly available annual reviews, '
containing a detailed analysis of the national patent flow, In addition, many countries provide for the possibility of
generated in the past year or in a short-term retrospective.  registering transactions with industrial property in the public
Meanwhile. the analvsis of current patent informationregiStry’ which guarantees the rights of parties involved in the
allows mon'tc;r'n trendg in markets crgated by high-tec transaction. The French Intellectual Property Code defines the
W Itoring n ated by nhign-té r|"ules regarding the pledge of the right to use the software.
goods and services, determine the feasibility of exporting il | 132.34 of this Code provides for mandatory
industrial prqducts,_ se_arch for mdustr!al partners, etc. Th? gistration of a pledge in the special register of the National
authors of this publication also emphasize the importance andsiitute of Industrial Property (INPI) [7; 8: 9; 10; 11]. In
necessity of patent an_aIyS|s as an important component Qf s and the United States, the exclusive rights are not the
scientific and technological policy, including the formation Ofsubject of the pledge, but the patent itself as movable property.

new organizational a_nd fln_anC|aI Instruments fpr managing, pledge transaction must be registered with the Patent Office
intellectual property with a view to its commercialization. [12]

patenting inventions, taking into account the applications o
residents and foreign applicants; 7th - by the number

Il. METHODS In the case of a pledge over formal intellectual property

L ri?hts, the EU countries take into account the following points:
The conducted research uses general scientific methods o

systematization and analysis of the IP rights pledge practice in * public registers operate a priority system, granting to
foreign countries, allowing the assessment of the possibilities the first applicant a priority pledge right over Formal IP

of this experience usage in Russia. Rights;
» formalities for creating the pledge over the Formal IP
l1l. RESULTS ANDDISCUSSION Rights are regulated by the law of the country, in which
The main purpose of commercial use of intellectual the pledge right needs to take effect;

property objects is to generate profit. The objects of
transactions are not the objects themselves, but the property
rights to these objects, including patents and patent

the Formal IP Rights remain vested in the company-
borrower, which will continue to be responsible for the
maintenance of the Formal IP Rights.
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» formalities for creating a pledge over the Formal |
Rights are comparable to the ones that are traditional
provided for the immovable assets (real properties) [9}-
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Pledge
Registration
Authority

y Country Pledge object Legal provisions

n

IPO pledge;
following article
L 143-17, pledge
is effective upon
registration with
INPI

—

1)

—

In addition to the specifics of pledge registration, provided
in Tab. 1, there are additional requirements for the registration
in the UK. For example, when the pledger is a UK company, it
is necessary for the pledge to be registered at Companies
House within 21 days of its creation. Section 860(7) (i) of the
Companies Act 2006 makes clear that a pledge over any
intellectual property should be registered. The process of
registering a pledge at Companies House involves submitting
a prescribed form together with a certified copy of the pledge
document to Companies House, which can be done on-line
through the Companies House portal. Companies House
registration costs are minimal, amounting to a registration fee
of £13 for each registration. In the absence of registration with
Companies House during the 21-day limit, the pledge is void
and unenforceable with respect to the liquidator or
administrator or any creditor of the pledger, which potentially
leads to the immediate return of the pledge security. As
regards pledgers outside the UK, or non-UK patents, local
advice as to perfection requirements will generally need to be
obtained [12].

In its turn, the practice of the Netherlands shows that
registration of a pledge agreement in the relevant IP registry is
not always necessary for the actual creation of IP rights pledge
(this depends on the right to IP) [11].

In the UK, specialists identify two basic methods of
creating financial pledge over patents under English law (Tab.
2).

TABLE Il CHARACTERISTICS OF EXISTING METHODS OF CREATING
FINANCIAL PLEDGE OVER PATENTS IN THEUK
. Equitable pledge
Criteria Pledge of Patents a pledg

agreement

it

A valid and executable
agreement is concluded
between the pledger and the

There is a transfer of the

Organizational| patent right to the pledgee

characteristics| provided that the rights of pledgee, establishing an
of pledge | the pledger for patents are intention to create a pledge
relations transferred to him back | interest. No transfer of title
after the loan is repaid. to the relevant patents is
required
Advantages It is the safest variant for a In practice, it is often more

pledgee convenient for both parties

In certain jurisdictions, a
lender may still insist on the
transfer of patent rights
(patents are offered as
pledge) because the law o
the country in which the
patent is registered permits
the transfer of patent rights
but does not recognise a
pledge agreement

It is often considered too

Disadvantages|
cumbersome for lenders

National specific features of legal regulation and
registration of pledge in some EU countries are provided
Tab. 1.

TABLE I. CHARACTERISTICS OF PLEDGE REGISTRATION FOR OBTAINING
CASH LOANS IN SELECTEDEU COUNTRIES
Pledge
Country Pledge object Legal provisions Registration
Authority
It is advised to
register the pledge
at the UK
Intellectual
Property Office.
The lack of the
Britain Patent or paten Section 33 of the giedgt?] ereglLthlzelaFt)lgn
application Patents Act 1977
would release 3§
subsequent pater
assignee, license
or pledgee from the
pledge, provided
they were unawarg
of it
Spanish  Patent gi?]%lingsecurgéainlsst
Trademarks and and Trademarks _, . .
. . third parties of
patents as well Register (Article R,

. : good faith if it is

Spain as their| 46 of Law dulv reqistered in
registration 17/2001; Articles h yS 9IS h P
requests 74 and 79 of Law the Spanis aten

11/1986) and_ Trademarks
Register

Articles 138 and

140 of the ltalian| Pledge is effective

Code on| upon registration

Italy Trademarks and Intellectual with UIBM (ltalian

patents Property Registrar for
(Legislative Trademarks and
Decree no.| Patents)
30/2005)30/2005)
Each IP pledge
agreement must b
registered with the
tax authorities of]
the Netherlands in
Rights to The Civil Code of ord_er to crea_te E
databases the Nethgrlands valid pIe;gige right.
industrial ' book 3 (articles 3:| In addition, the

Hollan designs 231 (1), 3: 234, 3] pledge agreemer
patents’ 246 (4), 3: 248, 3; must be registere:
trademe;rks and 249, 3: 250, 3 in _ the
trade names 252, 3: 255, 3: cor_respondlng

68) registry of the IP of|
the Netherlands
(each registry ha
its own
requirements  for|
registration)

French Code of

Intellectual Pledge is effective

Property; upon  registration

France Trademarks ang French with INPI (National
patents . .

Commercial Institute for
Code (Article L | Industrial Property)
142-1 governs|

In accordance with the pledge practice of Great Britain, the
pledger will need to consider and estimate carefully the
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consequences of entering into the pledge agreement and Head office in Munich (Germany), which operates on the basis
scrutinise its terms. The pledgee will have the right to sell thef international rules established in Munich in 1973 (European
patents in the event of a default by the pledger. If the pledgdeatent Convention; latest update in 2010, 14th edition)
has taken pledge over not just the patents but also the otH@funich EP Convention). Under the EP regime, EPs may be
business assets, the pledgee may have other options too, sgcanted as pledge (see Article 71 of the European Patent
as the power to appoint an administrator with authority to ru€onvention) and the relevant pledge needs to be filed with the
the business of the defaulting pledger. The pledgee will wiskPO. National laws are applied in relation to the effect and
to ensure that the value of the pledged patents is maintainegjlidity of the pledges, including rules regarding the rights of
in the agreement, the pledgee may seek to impose obligatioaghird partyat the local level (see Articles 74 of the European
on the pledger to comply with such guarantee. The pledgé&taent Convention) [9].

would be well advised to seek to reserve the right either to In Russia. the experience of IP pledae transactions is not
allow a patent to lapse or to abandon a patent or a patﬁt Thi . fg  londing 1 pth 9 i b o b
application which is reasonably considered to be no longer g.d ISI Version o 3”. en ;lng_lr_]_ Ie coun r¥ degaln 0 be
value [11]. In this regard, there must be a guarantee that a ed only in 2009 and is at the initial stage of development

security document does not prohibit him from doing it freely ab. 3). The conclusion of any contracts (includi_ng p_Iedge
in any way. agreements) related to the disposal of an exclusive right to

patented objects of intellectual property and trademarks in
In most cases the pledger will want the freedom tdRussia is subject to registration in Rospatent [11].

continue to exploit the patent portfolio as part of its business.

In this regard, there must be a guarantee that any pledge

. . . . TABLE Il NUMBER OFIPO PLEDGE AGREEMENTS REGISTERED BY
document does not prohibit the pledger from doing it freely in ROSPATENT IN2009-201613]
any way. It should be emphasized that there is normally_a
community of interest between the pledger and pledgee in this 2009 | 2010 2011 2012 2013 2014 2015 2016

context because the pledgee wants the business to generdfgoe
revenue to repay the debt. The pledger has to negotiate th??ements
terms with the pledgee at the outset so as to make clear thafsive
any future licensee's interest is not at risk of being defeated bights to| - 8 16 17 20 15 13 9
the pledgee, exercising its right to sell the patents in the evetiie results
of default on the loan. In such cases, the pledger could offer 85

a compensation to the pledgee an access to the reve riaDc I\'jﬁcma'
generated by the licence either by agreeing to pay it directl tMeng

the pledgee or by giving the pledgee a pledge over the revengi@eements

stream itself [11]. over

. L . . | exclusive
The following principles of the EU, regarding pledging rights to

intellectual property rights, are mentioned. The Communityrademarks
Trade Marks (CTMs) system coexists with domestic system&lumber of
The CTM system is valid and enforceable across the Europ ea@demarks
Union as a whole territory (and any new Member State). reterring to

16 62 52 24 60 40 58 72

which “the | \/» | 195 | 280 82 | 191| 258 362 689
Registration of trademarks with the Office for Pledge
Harmonization in the Internal Market based in Alicante, Spaifo-ce"
(OHIM) allows lenders/advisors to deal with: concluded
a single Administrative Centre to be checked; a singl%ﬁtmaLer of
filing procedure to be carried on; a priority regime valid in allpjeqge

the Member States. agreements

The effects of CTMS are governed by the provisions of Eélﬁ{uswe

Council Regulation No. 207/2009 (2009 EC Regulation)rights to
Article 19 of the 2009 EC Regulation expressly provides fotPOs
pledge over CTMs: The main constraint on the issue of extending the practice
. ) . of bank lending against IP's pledge is the difficulty in
+ CTMs may, independently of the undertaking, be giveryssessing the value of pledged assets as intangible assets [14;
as a pledge or be the subject of rights in rem; 15]. From the authors' point of view, the existing Russian

«  Upon request of one of the parties, pledged CTMs 0iaxperience with the use of IP’s as a pledge for ob_taining credit
rights in rem shall be entered in the Register ofNd applying the experience of European countries today can
Community Trademarks (Register) and published irﬁerve as a solid foundation for activating lending in the
the Community Trade Marks Bulletin (Bulletin) anking services market; and the pledge over IP rights can be

' a promising tool for the development of companies actively
The European Patent System provides for the procedure h he pled intell | iahts i
for granting the European Patent (EP). This procedure is Thus, the pledge over intellectual property rights is an
administered by the European Patent Office (EPO) with th@PPortunity to build a close and, most importantly, mutually

16 70 68 41 80 55 71 81
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beneficial interaction between science and business, which are « to define clearly, preferably legally, the ultimate goal

the two participants in the Quadruple-Helix Model of building of government actions in this area, which is ensuring
national and regional innovation systems. The third party is the security of participants’ property in IPO pledge
government. The mechanism for pledging intellectual property transactions and the actual realization of their rights as
rights is used as the starting point for innovative development well.

of the economy. At the same time, the role of government is to After imol . he ab - iol
ensure, including the legislative provision, the security of er||mp emgntlng the above 31e|a31f1rt_es, It IS pos§| e to
pledge transactions. Government that acts as a guarantor in 3ff & clear and transparent model of Interaction between
IPO pledge transaction reduces the risks of the p|edge%:|ence, business and government (authorities) in creating

significantly, thereby increasing the attractiveness of suciinovative growth points based on the mechanism of IPO
transactions. rights pledging.

Government influences pledge relations through economic . Within the innovation process, it is necessary that the
ationships between government, business and society are

and administrative methods which are based on the guarr:mL{g?I d. The imbal £ 1h lationshins lead h
mechanism. The basis of legal regulation of pledge relations R!anced. The imbalance of these relationships leads to the
jgefficiency of the innovation process. In the conditions of

the government guarantees of pledgee’s rights which a ) o . : O
talitarianism, it is difficult to carry out innovative activities

called upon to provide an adequate protection in case (E? ) . X
owners’ interests violation while carrying out innovative ecause government dictates to the business what and in what

activities. Wherein, government, as a rule, guarantees first §Plumes to produce, therefore the enterprises do not have the

all the stability of rights, which is very important in long-term OPPOrtunity to realize the ideas of new products. Anarchy also
relations. does not promote innovation, because in the conditions of

anarchy it is generally difficult to carry out production. In the

In order to define the meaning of "government guarantesituation of the "economy of individuals” it is also difficult to
mechanism of pledging intellectual property objects" concepinnovate. This is because the managers of enterprises are not
it must be borne in mind that these are a form of sociadimed at the prosperity of the enterprises they work for. Their
guarantees. These mean material and legal means that enspgesonal benefit is more important for them. They will be
the realization of the social and economic rights of societynore willing to steal the enterprise's property than improving
members. Consequently, legal guarantees of investment aig production process, especially, creating new products.
legal means ensuring the implementation of the rights of the

parties. It should be understood that such instrument as a pledge of

IP does not only depend on patent activity as the more patents
In the legal sense, the concept of "guarantee” is defined asge registered, the higher the probability of obtaining a loan on
a system for ensuring the reality of rights established by lavthe pledge of IP. On the other hand, the development of this
This system includes ensuring the monitoring of compliancénstrument spurs the patient activity. With an increased
with the legislation, the activities of relevant governmentprobability of obtaining loan funds secured by IP, market
authorities, as well as legislative norms that ensure thparticipants “are tempted” to patent technical solutions, which
stability of public relations. cannot be done without conducting high-quality high-tech

Thus, the essence of guarantees provided by nationgfseamh'
legislation is to not violate the rights of the interacting parties In the course of the study conducted by the authors it has
and ensure their implementation. The peculiarity of thes®een established that not all banks in Russia, participating in
guarantees lies in the fact that they come from governmet® pledge agreements, have a regular nature of concluding
itself. Government assumes the obligation to perform certaisuch transactions. All the banks, participating in pledge
actions in relation to the pledger or refrain from actions thaagreements registered in the period from 2013 to 2016 in

violate its rights and legitimate interests. Rospatent, can be divided into the three categories:

The essence of the guarantee mechanism is the specific « banks that regularly participate in collateral
obligations of the government to ensure the security of the transactions (for example, Sberbank of Russia, PJSC,
pledgee’s property. Analyzing the state of Russia's notion of Moscow Credit Bank, OJSC, International Financial
"government guarantees as the basis for ensuring a secure IPO  Club (IFC Bank), JSC JSCB and other banks that are
pledge”, the following should be highlighted: IPO is a specific registered as pledgees in repeated annual pledge
object, with a complex estimation of its value and, therefore, transactions);
very risky. iadi ici '

_ e banks that periodically participate in collateral

For full-fledged government involvement as a guarantor, transactions (for example, Far Eastern Bank, OJSC
whe:n condu_cting IPO pledge transactions between science and participated once in the pledge agreements in 2013 and
business, it is necessary: 2014; Financial Corporation Discovery Bank, PJSC -

; ' in 2013, 2015 and 2016; Promsvyazbank, OJSC - in
e to expand the pledge law on the basis of the world's n ' ' N A ;
leading practices, international agreements on the 2013 and as Promsvyazbank, PJSC - in 2016; Russian

forms and methods of protecting the rights of Agricultural Bank, OJSC - in 2013 and 2016, etc.);

participants in IPO pledge transactions; + banks - one-time participants in collateral transactions
(for example, the European Bank for Reconstruction
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and Development in Great Britain, Center-Invest In the rating of Russian banks on the loan portfolio (as of
Commercial Bank, OJSC, Joint Stock CommercialMay 2017), the most active participating banks of collateral
Bank Absolut Bank, Investment Bank VESTA, LLC, agreements as pledgees of IP appear in the first hundred banks
Amsterdam Trade Bank in the Netherlands and otheout of a total of 582 Russian banks.

banks). (Tab. 4).

IV. CONCLUSION

TABLE IV. THE NUMBER OF REGISTERED CONTRACTS OF PLEDGE Summarising the discussion above the following can be
The bank The number of registered contracts of pledge stated. Holding IP pledge transactions accelerates the pace of
2013 2014 2015 2016/ Total 2013-2016 creatlng_ |nn0vat|ve systems n the economy.. The main
constraint on the issue of extending the practice of bank
Sberbank 3 14 20 ° 46 lending against pledge for IP rights is the difficulty in
Credit Bank of| , 3 4 1 10 estimating the value of pledged assets as intangible assets. In
Moscow the applied perspective, the analysis of the current patent
Otkritie Bank 2 0 3 2 7 information allows tracking trends in markets created by high-
United financial| 0 ) 5 ; tech goods and services, determining the feasibility of
capital Bank exporting industrial products, searching for industrial partners,
International etc.
Financial Club| 1 2 1 2 6
(IFC Bank)
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